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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

1. Claims 1-3, 7 and 11 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Henderson et al (6,404,869 hereinafter Henderson). 

Regarding claim 1. Henderson teaches a method for customizing a 
prepaid service (abstract, figure 1) in a telecommunications system, the method 
comprising: 

maintaining subscriber information on at least one prepaid subscriber (see 
106 figure 1 used to store subscriber information for subscribers); 

defining at least two different profiles, each profile defining at least one 
attribute for the prepaid service (see 106 figure 1 used to define profiles such as 
card usage data having attributes of remaining minutes, unit billing rates (col. 5 
lines 16-53), other profiles include location identifier(s) corresponding to 
geographic locations, telephone numbers having attributes of special, preferred, 
and discount telephone service rates (col. 5 lines 16-53); 
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associating the subscriber's subscriber information with one profile (col. 5 
lines 54-64), 

providing the prepaid service to the subscriber as indicated by the attribute 
defined in the profile associated with the subscriber (col. 5 lines 41-47). 

Regarding claim 2. Henderson discloses carrying out associating during 
subscription provisioning (col. 5 lines 16-21). 

Regarding claim 3. Henderson discloses updating subscriber information 
during recharge (col. 6 lines 14-23). 

Regarding claim 7. Henderson teaches a telecommunications system 
offering prepaid subscription services (see 104 figure 1), the system comprising 
at least one database (see 106 figure 1) having subscriber information on at least 
one prepaid subscriber, wherein the system is arranged to maintain at least two 
different profiles, each profile defining at least one attribute for the prepaid 
service (see 106 figure 1 used to define profiles such as card usage data having 
attributes of remaining minutes, unit billing rates (col. 5 lines 16-53), other 
profiles include location identifier(s) corresponding to geographic locations, 
telephone numbers having attributes of special, preferred, and discount 
telephone service rates (col. 5 lines 16-53); to associate the subscriber's 
subscriber information with one profile (col. 5 lines 54-64); and to provide the 
prepaid service to the subscriber as indicated by the attribute defined in the 
profile associated with the subscriber (col. 5 lines 41-47). 
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Regarding claim 1 1 . Henderson teaches a network element (see 104 
figure 1 ) in a telecommunication where subscribers of the system can prepay for 
their calls (col. 6 line 19) using prepaid card (120 figure 1) inherently reading on 
voucher, the element including a database (see 106 figure 1 ) or a connection 
(col. 5 lines 1-16) to a database having subscriber information of prepaid 
subscribers, wherein the network element is arranged to have access to profile 
definitions, each profile defining at least one attribute for the prepaid service (see 
106 figure 1 used to define profiles such as card usage data having attributes of 
remaining minutes, unit billing rates (col. 5 lines 16-53), other profiles include 
location identifier(s) corresponding to geographic locations, telephone numbers 
having attributes of special, preferred, and discount telephone service rates (col. 
5 lines 16-53)), and to update the subscriber information during recharge 
according to a profile associated with the recharging subscriber's subscriber 
information (col. 6 line 19). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

2. Claims 4-6 and 8-10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henderson et al (6,404,869 hereinafter Henderson) in view of 
Pierce et al (5,408,519 hereinafter Pierce). 

Regarding claims 4 and 8. Henderson does not explicitly show the 
attribute of being a deposit function defining how to calculate the credit during 
recharge. 

Pierce teaches telecommunications system and method for recharging 
account balance. Pierce allows the user to arrange for automatic renewal of the 
account balance on a regular basis, for example, a user may arrange to have the 
$25.00 face value of a debit account restored automatically a maximum of one 
time every seven days if and when the account balance falls below $5.00 (col. 4 
lines 24-65 and col. 6 lines 8-17) and if the debit account has already been 
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restored during that seven-day period, the system will not restore the balance a 
second time as a protection against fraud (col. 4 lines 66-68). 

It would have been obvious for any one of ordinary skill in the art at the 
time of invention to modify the pre-paid telephone calling card processing system 
(see 104 figure 1) to incorporate the renewal function as taught by Pierce for the 
benefit of automatically renewing the balance of pre-paid account on a regular 
basis. 

Regarding claims 5 and 9. Henderson does not explicitly show the 
attribute of being an expiry function defining how to calculate the validity time of 
the prepaid account. 

Pierce teaches telecommunications system and method for recharging 
account balance. Pierce allows the user to arrange for automatic renewal of the 
account balance on a regular basis, for example, a user may arrange to have the 
$25.00 face value of a debit account restored automatically a maximum of one 
time every seven days if and when the account balance falls below $5.00 (col. 4 
lines 24-65 and col. 6 lines 8-17) and if the debit account has already been 
restored during that seven-day period, the system will not restore the balance a 
second time as a protection against fraud (col. 4 lines 66-68). 

It would have been obvious for any one of ordinary skill in the art at the 
time of invention to modify the pre-paid telephone calling card processing system 
(see 104 figure 1 ) to incorporate the renewal function as taught by Pierce for the 
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benefit of limiting the number of times the pre-paid account can be replenished 
during a week. 

Regarding claims 6 and 10. Henderson does not explicitly show the 
attribute of being an expiry state handling function defining how the possibilities 
of a subscriber are limited over time when no recharge is carried out. 

Pierce teaches telecommunications system and method for recharging 
account balance. Pierce allows the user to arrange for automatic renewal of the 
account balance on a regular basis, for example, a user may arrange to have the 
$25.00 face value of a debit account restored automatically a maximum of one 
time every seven days if and when the account balance falls below $5.00 (col. 4 
lines 24-65 and col. 6 lines 8-17) and if the debit account has already been 
restored during that seven-day period, the system will not restore the balance a 
second time as a protection against fraud (col. 4 lines 66-68). 

It would have been obvious for any one of ordinary skill in the art at the 
time of invention to modify the pre-paid telephone calling card processing system 
(see 104 figure 1 ) to incorporate the renewal function as taught by Pierce for the 
benefit of automatically renewing the balance of pre-paid account if and when the 
account balance falls below certain value. 

3. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Barry W. Taylor whose telephone number is 
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(703) 305-481 1 . The examiner can normally be reached on Monday-Friday from 
6:30am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Curtis Kuntz can be reached on (703) 305-4708. The fax 
phone number for this Group is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to Technology Center 2600 customer service 
Office whose telephone number is (703) 306-0377. 
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